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DETAILED ACTION 
Response to Amendment 

1 . This Office action is responsive to Applicant's AMENDMENT, filed November 30, 
2006. Claims 1-58 are pending. 

Claim Rejections - 35 USC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 1 , 3, 5, 7, 9, 1 3, 1 5, 19-21, 23-25, 36-38, 53 and 55-58 are rejected under 
35 U.S.C. 103(a) as being unpatentable over U.S. Patent 6,618,749 (Saito et al.) in view 
of U.S. Patent 6,043,904 (Nickerson). 

Regarding claim 1 , Saito et al. disclose a network facsimile device connected to 
the Internet or a local area network, employing an electronic mail function, and having a 
function of exchanging image information through said Internet or said local area 
network and functions of a facsimile device, comprising: delivery confirmation mail 
confirming means for detecting, at a time of receiving electronic mail, whether the 
received electronic mail is an electronic delivery confirmation mail for confirming mail 
delivery (Internet facsimile and e-mail reception method (note title); delivery status 
notification mail recognition section judges whether or not received data contains any 
delivery status notification message (column 8, lines 7-16)). 

Saito et al. do not disclose delivery notification partner storing means for storing 
a mail address of a destination address to which a confirmation is to be delivered, in 
combination with delivery confirmation mail transferring means for transferring said 
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delivery confirmation mail confirmed by said confirming means to said destination 
address stored in said delivery notifying partner storing means. However, Nickerson 
discloses a facsimile apparatus that is capable of providing remote confirmation of job 
completion (Fig. 7, step 110; Fig. 8, step 124), wherein destination addresses to which a 
confirmation is to be delivered are stored (Fig. 8, steps 130, 134) and delivery of 
confirmation mail to the destination addresses is performed (Fig. 7, step 1 14). 
Nickerson recognized that when a user is away from a transmission job originating 
station, he or she cannot immediately determine whether or not the transmission job., 
was successfully completed, thereby causing delays in correcting potential faults in the 
transmission job (column 2, lines 1 5-35). It would have been obvious for one of 
ordinary skill in the art to modify the teaching of Saito et al., by providing delivery 
notifying partner storing means and delivery confirmation mail transferring means, such 
as taught by Nickerson, so that potential faults in the transmission job can be corrected 
in a more timely fashion. 

Claim 3 further recites determination of whether said confirmation mail includes 
contents relating to a transferring error. The delivery status notification mail in Saito et 
al. includes a delivery status notification message indicating that the data received is 
delivery status notification mail (column 6, lines 14-24). The delivery status notification 
mail identification section judges the received data (column 6, lines 25-30) and specific 
information extraction section extracts information on the success/failure of delivery 
(column 6, lines 31-38). 
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Claims 5 and 7 each further recite setting means for making valid or invalid said 
electronic mail transferring operation of said delivery confirmation mail transferring 
means. Nickerson provides for local confirmation of the transmission job if remote 
confirmation is not invoked (Fig. 7, steps 1 10, 1 12). It would have been obvious for one 
of ordinary skill in the art to provide means for making valid or invalid the electronic 
transferring operation so that a user can immediately receive results of the 
transmission, whether locally or at a remote location. 

Claim 9 combines the limitations of above-rejected claims 1 and 3, and further 
recites means for visibly outputting the contents of said electronic delivery confirmation 
mail. As mentioned above, Nickerson's facsimile apparatus prints a confirmation page 
locally (Fig. 7, step 1 12) or transmits the page to remote destinations (Fig. 7, step 114). 

Claims 13 and 15 are method claims corresponding to above apparatus claims 1 
and 3, respectively. The combined teachings of Saito et al. and Nickerson suggest the 
method steps, as set forth above. 

Claim 19 is a method claim corresponding to above apparatus claim 9, minus the 
limitation of transferring electronic delivery confirmation to the destination address when 
predetermined contents relating to said transferring error are contained in said 
electronic delivery confirmation mail. Claim 20 further does not recite a limitation for 
storing a delivery notifying destination mail address. These claims are broader than 
above-rejected claim 9, and are thus rejected for the reasons set forth above. 

Claims 21 and 23 recite a programmed network facsimile device that executes 
control codes for performing the steps recited in method claims 13 and 15, respectively. 
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The apparatus disclosed in Saito et al. includes a ROM for storing a program executed 
by the control unit (column 3, lines 53-59). In combination with Nickerson, all of the 
method steps would have been stored in the ROM. 

Regarding claim 24, Saito et al. disclose a network facsimile device connected to 
a network, comprising: mailer means for transmitting and/or receiving electronic mail 
through the network, the electronic mail being accompanied by a facsimile image 
representation (Internet facsimile and e-mail reception method (note title)) and mail 
detecting means for determining whether a received mail is a delivery notification, upon 
reception of the received mail (delivery status notification mail recognition section 
judges whether or not received data contains any delivery status notification message 
(column 8, lines 7-16)). 

While Saito et al. disclose determination of received mail to be a delivery 
notification, Saito et al. do not disclose memory means for storing a destination address 
to which a mail delivery notification is to be sent, in combination with mail transferring 
means for transferring the received mail to said destination address, when the received 
mail is determined to be a delivery modification. However, as mentioned above 
regarding claim 1, Nickerson discloses a facsimile apparatus that is capable of providing 
remote confirmation of job completion (Fig. 7, step 110; Fig. 8, step 124), wherein 
destination addresses to which a confirmation is to be delivered are stored (Fig. 8, steps 
130, 134) and delivery of confirmation mail to the destination addresses is performed 
(Fig. 7, step 114). Nickerson recognized that when a user is away from a transmission 
job originating station, he or she cannot immediately determine whether or not the 
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transmission job was successfully completed, thereby causing delays in correcting 
potential faults in the transmission job (column 2, lines 15-35). It would have been 
obvious for one of ordinary skill in the art to modify the teaching of Saito et al., by 
providing delivery notifying partner storing means and delivery confirmation mail 
transferring means, such as taught by Nickerson, so that potential faults in the 
transmission job can be corrected in a more timely fashion. 

Claim 25 further recites setting means for making valid or invalid said mail 
transferring operation of said mail transferring means. As mentioned above regarding 
claims 5 and 7, Nickerson provides for local confirmation of the transmission job if 
remote confirmation is not invoked (Fig. 7, steps 1 10, 1 12). It would have been obvious 
for one of ordinary skill in the art to provide means for making valid or invalid the 
electronic transferring operation so that a user can immediately receive results of the 
transmission, whether locally or at a remote location. 

Claim 36 further recites determining means for determining whether a received 
delivery notification contains error information which indicates an error occurrence; and 
outputting means for visibly outputting the contents of delivery notification when the 
determining means determines that the received delivery notification contains error 
information. As mentioned above regarding claim 3, the delivery status notification mail 
in Saito et al. includes a delivery status notification message indicating that the data 
received is delivery status notification mail (column 6, lines 14-24). The delivery status 
notification mail identification section judges the received data (column 6, lines 25-30) 
and specific information extraction section extracts information on the success/failure of 
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delivery (column 6, lines 31-38). Furthermore, the information is output visibly as one 
page (column 6, lines 27-30; Figs. 7 and 8). 

Claim 37 further recites mail transferring means for transferring the received 
delivery notification to the sender address. As mentioned above regarding daim 1 , 
Nickerson discloses a facsimile apparatus that is capable of providing remote 
confirmation of job completion (Fig. 7, step 110; Fig. 8, step 124), wherein destination 
addresses to which a confirmation is to be delivered are stored (Fig. 8, steps 130, 134) 
and delivery of confirmation mail to the destination addresses is performed (Fig. 7, step 
114). Obviously, any destination address capable of receiving electronic mail can be 
stored in the facsimile apparatus. 

Claim 38 further recites setting means for making valid or invalid the transferring 
operation of said mail transferring means. As mentioned above regarding claims 5 and 
7, Nickerson provides for local confirmation of the transmission job if remote 
confirmation is not invoked (Fig. 7, steps 1 10, 1 12). It would have been obvious for one 
of ordinary skill in the art to provide means for making valid or invalid the electronic 
transferring operation so that a user can immediately receive results of the 
transmission, whether locally or at a remote location. 

Regarding claim 53, Saito et al. disclose a network facsimile apparatus 
comprising: a mailer part configured to transmit and/or receive electronic mail through 
the network, the electronic mail being accompanied by a facsimile image representation 
(Internet facsimile and e-mail reception method (note title)); and a detecting part 
configured to determine whether a received mail is a delivery notification, upon 
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reception of the received mail (delivery status notification mail recognition section 
judges whether or not received data contains any delivery status notification message 
(column 8, lines 7-16)). 

While Saito et al. disclose determination of received mail to be a delivery 
notification, Saito et al. do not disclose a storage device configured to store a 
destination address to which a mail delivery notification is to be sent, in combination 
with a processing part configured to transfer the received mail to the destination 
address, when the received mail is determined to be a delivery notification. However, 
as mentioned above regarding claim 1, Nickerson discloses a facsimile apparatus that 
is capable of providing remote confirmation of job completion (Fig. 7, step 110; Fig. 8, 
step 124), wherein destination addresses to which a confirmation is to be delivered are 
stored (Fig. 8, steps 130, 134) and delivery of confirmation mail to the destination 
addresses is performed (Fig. 7, step 1 14). Nickerson recognized that when a user is 
away from a transmission job originating station, he or she cannot immediately 
determine whether or not the transmission job was successfully completed, thereby 
causing delays in correcting potential faults in the transmission job (column 2, lines 15- 
35). It would have been obvious for one of ordinary skill in the art to modify the teaching 
of Saito et al., by providing delivery notifying partner storing means and delivery 
confirmation mail transferring means, such as taught by Nickerson, so that potential 
faults in the transmission job can be corrected in a more timely fashion. 

Claim 55 further recites a processing part configured to determine whether a 
received delivery notification contains error information which indicates an error 
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occurrence, and visibly outputting the contents of a delivery notification when the 
processing part determines that the received delivery notification contains error 
information. As mentioned above regarding claim 3, the delivery status notification mail 
in Saito et al. includes a delivery status notification message indicating that the data 
received is delivery status notification mail (column 6, lines 14-24). The delivery status 
notification mail identification section judges the received data (column 6, lines 25-30) 
and specific information extraction section extracts information on the success/failure of 
delivery (column 6, lines 31-38). Furthermore, the information is output visibly as one 
page (column 6, lines 27-30; Figs. 7 and 8). 

Regarding claim 56, Saito et al. disclose a network facsimile apparatus 
comprising: a detecting part configured to detect, at a time of receiving electronic mail, 
whether the received electronic mail is an electronic delivery confirmation mail for 
confirming mail delivery (Internet facsimile and e-mail reception method (note title); 
delivery status notification mail recognition section judges whether or not received data 
contains any delivery status notification message (column 8, lines 7-16)). 

Saito et al. do not disclose a storage device configured to store a mail address to 
which a confirmation is to be delivered, in combination with a processing part configured 
to transfer said delivery confirmation mail confirmed by said detecting part to said 
destination address stored in said storage device. However, as mentioned above 
regarding claim 1 , Nickerson discloses a facsimile apparatus that is capable of providing 
remote confirmation of job completion (Fig. 7, step 110; Fig. 8, step 124), wherein 
destination addresses to which a confirmation is to be delivered are stored (Fig. 8, steps 
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130, 134) and delivery of confirmation mail to the destination addresses is performed 
(Fig. 7, step 1 14). Nickerson recognized that when a user is away from a transmission 
job originating station, he or she cannot immediately determine whether or not the 
transmission job was successfully completed, thereby causing delays in correcting 
potential faults in the transmission job (column 2, lines 15-35). It would have been 
obvious for one of ordinary skill in the art to modify the teaching of Saito et al., by 
providing delivery notifying partner storing means and delivery confirmation mail 
transferring means, such as taught by Nickerson, so that potential faults in the 
transmission job can be corrected in a more timely fashion. 

Claim 57 further recites a processing part configured to determine whether said 
confirmation mail includes contents relating to a transferring error. As mentioned above 
regarding claim 3, the delivery status notification mail in Saito et al. includes a delivery 
status notification message indicating that the data received is delivery status 
notification mail (column 6, lines 14-24). The delivery status notification mail 
identification section judges the received data (column 6, lines 25-30) and specific 
information extraction section extracts information on the success/failure of delivery 
(column 6, lines 31-38). 

Claim 58 combines the limitations of above-rejected claims 56 and 57, and 
further recites visibly outputting the contents of said electronic delivery confirmation 
mail. As mentioned above, Nickerson's facsimile apparatus prints a confirmation page 
locally (Fig. 7, step 1 12) or transmits the page to remote destinations (Fig. 7, step 1 14). 
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4. Claims 1 1 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Saito et al. in view of Nickerson as applied to claims 9 and 36 above, respectively, 
and further in view of U.S. Patent 5,134,501 (Satomi et al.). 

Claim 1 1 further recites first setting means for making valid or invalid said 
electronic mail transferring operation of said delivery confirmation mail processing 
means; and second setting means for making valid or invalid visible display of said 
electronic mail of said delivery confirmation mail processing means. Claim 39 similarly 
recites setting means for making valid or invalid the visible display of said delivery 
notification by said outputting means. Nickerson teaches the first setting means, as 
mentioned above with respect to claims 5 and 7. The second setting means, while not 
taught or disclosed by either Saito et al. or Nickerson, is disclosed in Satomi et al. (in 
response to depression of a predetermined function key, an error report is prepared 
only if a communication error takes place (column 3, line 58 - column 4, line 2; column 

4, lines 29-41 )). It would have been obvious for one of ordinary skill in the art to modify 
the combined teaching of Saito et al. and Nickerson, by providing second setting means 
as disclosed by Satomi et al., so as to prevent a waste of recording paper for printing 
out an error report in the case where no errors are found in the transmission. 

5. Claims 30-32 and 54 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Saito et al. in view of Nickerson and Satomi et al. 

Claims 30 and 31 further recite determining means for determining whether a 
received delivery notification contains error information which indicates an error 
occurrence; and mail transferring means for transferring the received delivery 
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notification according to the determination result of the determining means, wherein the. 
mail transferring means transfers the received delivery notification to the destination 
address when the delivery notification contains error information. Claim 54 further 
recites a processing part configured to determine whether a received delivery 
notification contains error information which indicates an error occurrence, and transfer 
the received delivery notification according to the determination result. As mentioned 
above regarding claim 3, the delivery status notification mail in Saito et al. includes a 
delivery status notification message indicating that the data received is delivery status 
notification mail (column 6, lines 14-24). The delivery status notification mail 
identification section judges the received data (column 6, lines 25-30) and specific 
information extraction section extracts information on the success/failure of delivery 
(column 6, lines 31-38). Furthermore, as mentioned regarding claim 1 , Nickerson 
discloses a facsimile apparatus that is capable of providing remote confirmation of job 
completion (Fig. 7, step^l 10; Fig. 8, step 124), wherein destination addresses to which a 
confirmation is to be delivered are stored (Fig. 8, steps 130, 134) and delivery of 
confirmation mail to the destination addresses is performed (Fig. 7, step 114). 
Nickerson recognized that when a user is away from a transmission job originating 
station, he or she cannot immediately determine whether or not the transmission job 
was successfully completed, thereby causing delays in correcting potential faults in the 
transmission job (column 2, lines 15-35). It would have been obvious for one of 
ordinary skill in the art to modify the teaching of Saito et al., by providing delivery 
notifying partner storing means and delivery confirmation mail transferring means, such 
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as taught by Nickerson, so that potential faults in the transmission job can be corrected 
in a more timely fashion. 

The transfer of the received delivery notification in Nickerson does not appear to 
be based on a determination of whether an error has occurred. However, as mentioned 
above regarding claim 1 1 , Saito et al. disclose selective output of an error report based 
on whether a transmission error has occurred (in response to depression of a 
predetermined function key, an error report is prepared only if a communication error 
takes place (column 3, line 58 - column 4, line 2; column 4, lines 29-41)). In 
combination with Saito et al. and Nickerson, this teaching would enable selective 
transfer of an error report to a remote location if a communication error occurs, and 
such combination would have been obvious to one of ordinary skill in the art, so as to 
prevent a waste of recording paper for printing out an error report in the case where no 
errors are found in the transmission. 

Claim 32 further recites setting means for making valid or invalid said electronic 
mail transferring operation of said mail transferring means. As mentioned above 
regarding claims 5 and 7, Nickerson provides for local confirmation of the transmission 
job if remote confirmation is not invoked (Fig. 7, steps 1 10, 1 12). It would have been 
obvious for one of ordinary skill in the art to provide means for making valid or invalid 
the electronic transferring operation so that a user can immediately receive results of 
the transmission, whether locally or at a remote location. 

Allowable Subject Matter 
6. Claims 2, 4, 6, 8, 10, 12, 14, 16-18, 22, 26-29, 33-35 and 40-52 are allowed. 
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7. The following is a statement of reasons for the indication of allowable subject 
matter: No prior art has been found to disclose or suggest "transferring said delivery 
confirmation mail confirmed by said confirming means to a mail address set in a From 
address field, when a mail address of a sender is set in said From address field of said 
delivery confirmation mail, and for transferring said delivery confirmation mail to the 
destination address, when the mail address of the sender individual is not set in said 
From address field of said electronic mail," as recited in base claim 2 and similarly 
recited in base claims 14, 22 and 40; or "transferring said electronic delivery 
confirmation mail to both said mail address set in said From address field of said 
electronic delivery confirmation mail and said destination address stored in said delivery 
notifying partner storing means when said delivery confirmation mail includes 
predetermined contents relating to said transferring error contained in said electronic 
delivery confirmation mail and when said mail address of the sender is set in the From 
address field of said electronic delivery confirmation mail; for transferring said electronic 
delivery confirmation mail to said destination address stored in said delivery notifying 
partner storing means when said delivery confirmation mail includes predetermined 
contents relating to said transferring error contained in said electronic delivery 
confirmation mail and when said mail address of the sender is not set in the From 
address field of said electronic mail; for transferring said electrical delivery confirming 
mail to said mail address set in said From address field of said electronic delivery 
confirmation mail when said predetermined contents relating to said transferring error 
not contained in said electronic delivery confirmation mail and when said mail address 



Application/Control Number: 1 0/801 ,400 Page 1 5 

Art Unit: 2625 

of the sender is set in the From address field of said electronic delivery confirmation 
mail; for transferring said electronic delivery confirmation to said destination address 
stored in said delivery notifying partner storing means when said predetermined 
contents relating to said transferring error are not contained in the contents of said 
electronic delivery confirmation mail and when said mail address of the sender 
individual is not set in the From address of said electronic delivery confirmation mail," as 
recited in base claim 4 and similarly recited in base claims 10, 16, 18, 42 and 44; or 
"confirming, when said received electronic mail is the electronic delivery confirmation 
mail for confirming the delivery, whether a mail address of a sender is set in a From 
address field of said electronic delivery confirmation mail; transferring said electronic 
delivery confirmation mail to said stored destination mail address, when mail address of 
the sender is not set in the From address field of said electronic delivery confirmation 
mail," as recited in base claim 17; or "determining means for determining whether a 
received delivery notification contains a sender address in a From address field; and 
mail transferring means for transferring the received delivery notification according to 
the determination result of the determining means," as recited in base claim 26 and 
similarly recited in base claim 46; or "first determining means for determining whether a 
received delivery notification contains a sender address in the From address field; 
second determining means for determining whether the received delivery notification 
contains error information which indicates an error occurrence; and mail transferring 
means for transferring the received delivery notification according to the determination 
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result of the first and second determining means," as recited in base claim 33 and 
similarly recited in base claim 50. 

Response to Arguments 
8. Applicant's arguments filed in response to the rejections of claims 1,3,5, 7, 9, 
11,13,15,19-21, 23-25, 30-32 and 36-39 have been fully considered but they are not 
persuasive. 

Applicant asserts that there is no teaching or suggestion in the cited prior art of a 
network facsimile device, the operations of which includes (i) storing a mail address of a 
destination address to which a confirmation is to be delivered, (ii) detecting, at a time of 
receiving electronic mail, whether the received electronic mail is an electronic delivery 
confirmation mail, and (iii) transferring the received delivery confirmation mail to the 
stored destination address, as provided by the subject matter of the above claims as 
well as new claims 53-58 (see page 34 of AMENDMENT). Contrary to Applicant's 
assertion, these limitations are suggested by the combined teaching of Satomi et al. and 
Nickerson. Note the above rejection of claim 1 . 

Applicant states that neither Satomi et al. nor Nickerson teach the step of 
transferring a received delivery confirmation mail to the stored destination address (see 
page 34 of AMENDMENT). However, transfer of a received delivery confirmation mail 
to the stored destination address is suggested by the combined teaching of the two 
references. As mentioned above regarding claim 1, Satomi et al. disclose detecting, at 
a time of receiving electronic mail, whether the received electronic mail is an electronic 
delivery confirmation mail for confirming mail delivery, and Nickerson discloses 
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providing remote confirmation of job completion, wherein destination addresses to 
which a confirmation is to be delivered are stored and delivery of confirmation mail to 
the destination addresses is performed. Nickerson recognized that when a user is away 
from a transmission job originating station, he or she cannot immediately determine 
whether or not the transmission job was successfully completed, thereby causing delays 
in correcting potential faults in the transmission job (Nickerson: column 2, lines 15-35), 
thereby providing motivation for one of ordinary skill in the art to modify the teaching of 
Saito et al., by providing delivery notifying partner storing means and delivery 
confirmation mail transferring means, so that potential faults in the transmission job can 
be corrected in a more timely fashion. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas D. Lee whose telephone number is (571) 272- 
7436. The examiner can normally be reached on Monday-Friday, 7:30-5:00, alternate 
Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (571) 272-7402. The fax phone 
number for the organization where this application or proceeding is assigned is 571 - 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Thomas D Lee 
Primary Examiner 
Technology Division 2625 



tdl 

February 13, 2007 



